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DETAILED ACTION 

a. This action is taken to response to Request for Continued Examination filed on 
10/10/2007. 

b. Claims 1-29 are pending. Claims 1, 9, 16, 18, 21, and 28 are independent claims. 

Continued Examination Under 3 7 CFR 1.114 
A request for continued examination under 37 CFR 1.1 14, including the fee set forth in 
37 CFR 1 . 1 7(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1 . 1 7(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on October 10, 2007 has been entered. 

Claim Objections 

Claims 5 and 1 8-19 are objected to because of the following informalities: 
Claim 5 recites the limitation, . .includes an organization; organizing the electronic 
address book according to an organization of at least a portion of the at least one archive. . .". It 
is not clear if it is a new instance of "organization" or a reference to the original organization 
thus lacks antecedent basis (should be preceded with "said" or "the"). 

Claim 18 ends with "..with the determined relevancy, and", it appears to be a unfinished 
sentence. Each claim begins with a capital letter and ends with a period. Periods may not be 
used elsewhere in the claims except for abbreviations, see MPEP 608.01(m). 
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Claim 19 recites the limitations "the e-mail address", "the retrieved e-mail address " , 
the Examiner suggests using "the e-mail address" as a reference to the same e-mail address (i.e. a 
retrieved e-mail address) previously introduced in claim 18. 

Appropriate correction is required. 

Claim Rejections - 35 USC § 101 
35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 16-17 are rejected under 35 U.S.C. 101 because the claimed invention is directed 
to non- statutory subject matter. 

As per claim 16, "an apparatus for using in..." is being cited. However, it appears that 
one of ordinary skill in the art could reasonably interpret the system as software, per se. As 
defined in the specification, it is clear that each of the means is a software instruction to be 
executed (see Fig. 2, page 3, lines 12-27 of instant specification, i.e. scanning, filtering, adding) 
thus constitutes functional descriptive material. When functional descriptive material is recorded 
on some computer-readable medium, e.g. memory, and executable, e.g. by a processor, it 
becomes structurally and functionally interrelated to the medium and will be statutory in most 
cases since use of technology permits the function of the descriptive material to be realized. The 
claim lacks the components to enable the functions of the system to be realized and thus does not 
fall within any of the four statutory classes of 35 U.S.C. § 101. 
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Regarding claim 17 depends from rejected claim 16, comprises the same deficiencies as 
those claims directly or indirectly by dependence, and are therefore rejected on the same basis. 

Claim Rejections - 35 USC §112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his. invention. 

Claim 28 is rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the 
written description requirement. The claim(s) contains subject matter which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant art that 
the inventor(s), at the time the application was filed, had possession of the claimed invention. 

Claim 20 recites, "includes a frequency with which the e-mail is detected in an archive of 

e-mails". The relevant discussion, as indicated by applicant, appears in the specification at page 

9, lines 16-24, where it states: 

The filters apply predetermined or predefined factors or criteria to the addresses to 
determine the relevance of the address in association to the address book 1 70 being generated 
and/or updated. The factors or criteria can be substantially any factors or criteria that can 
distinguish addresses, such as frequency of use , address similarity (e.g., names, M @yahoo.com", 
etc.), date associated with the address, and other such factors. 

Based on the passage cited above, the frequency of use is based on the e-mail address not 
e-mail. Therefore, "includes a frequency with which the e-mail is detected in an archive of e- 
mails" is not supported in the Specification as filed. 

The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 



Claim 18 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 18 recites the limitation "the determined relevancy". There is insufficient 
antecedent basis for the limitation in the claim. 



Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(a) the invention was known or used by others in this country, or patented or described in a printed publication in this 
or a foreign country, before the invention thereof by the applicant for a patent. 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 



Claims 1-6 and 16-20 are rejected under 35 U.S.C. 102(b) as being anticipated by Que 
("Special Edition Using Microsoft Outlook 2002", Publisher Que, June, 2001). 
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As to claims 1, 16, and 18, Que discloses a method/system/apparatus for use in 
populating an electronic address book (Personal Address Book (PAB), a Global Address Book 
(GAB), or another address book maintained by Exchange, see page 7-3), comprising: 

Searching, over a network, through at least one archive of e-mails for an e-mail address 
(search message containing word, for names of message senders and recipients, for your 
involvement with the message, and for times in Messages items, see page 17-16, Fig. 17.10, 
Outlook items can be in the folders within your Exchange store, i.e. remote and over the 
network. Click Browse to open the Select Folders dialog box. In this dialog box, expand the 
appropriate top-level folder if necessary, deselect any folders you don't want to search, select the 
folder or folders in which you want Outlook to search, and then click OK. The names of the 
folders you select appear in the in text box, see page 17-7 to 17-9) based on a different 
application associated with each of the at least one archive (Outlook users work with several 
other applications and receive files created in other applications from other people, see page 18-1 
to 18-4, different public folders, page 23-2 to 23-5); 

evaluating the e-mail address based on a first defined criterion (evaluate based on words 
and phrases in any type of item, for example, search word "outlook" in the company field, page 
17-14, in the same token, search can be performed for words in a message, names of message 
senders, etc, page 17-18 to 17- 19, the items that match with search criteria are displayed in a 
table, page 17-21, also see Fig. 17.6 as a example); and 

adding the e-mail address to the electronic address book in a priority order based on the 
first defined criterion if the first defined criterion is satisfied (view search result based on the 
order of filed as, Fig. 17.6, select email, page 17-16, and add e-mail address to contact, page 7- 
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27), wherein the e-mail address is added to a folder of the electronic address book that is 
associated with the application that is associated with the at least one archive that is associated 
with the e-mail address (add to selected folder, Figs. 18.3, 23.2, pages 18-1 to 18-4). 

As to claims 2 and 17, Que discloses the elements of claim 1 as noted above and further 
discloses wherein the searching includes searching an "From" field, a "to" field and a "cc" field 
(Address fields including From, To, Cc, Bcc, page 1 7-27). 

As to claim 3, Que discloses the elements of claim 1 as noted above and further discloses 
wherein the evaluating includes determining if the e-mail address already exists in the electronic 
address book, and not adding the e-mail address in the electronic address book if it already exists 
in the electronic address book (detect duplicate contact, choose cancel, page 7-27). 

As to claims 4 and 19 Que discloses the elements of claims 3 and 18 as noted above and 
further discloses wherein the evaluating includes evaluating the e-mail address based on a second 
defined criterion (refining search with multiple criteria, pages 17-19 to 17-21); and the adding 
includes adding the e-mail address to the electronic address book if both the first and the second 
defined criterion are satisfied and not adding the e-mail address to the electronic address book 
unless both the first and second criteria are satisfied (both search criteria in the find items that 
match the criteria box must be satisfied to find an item, page 17-26). 
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As to claim 5 5 Que discloses the elements of claim 1 as noted above and further discloses 
determining if the at least one archive from which the e-mail address was retrieved includes an 
organization (category for a project, pages 20-1 to 20-2); organizing the electronic address book 
according to an organization of at least a portion of the at least one archive from which the e- 
mail address was retrieved (assign category to all contacts associated with the project, pages 20-1 
to 20-2); and the adding includes adding the e-mail such that the e-mail address is added 
according to the organized address book (add the e-mail to that category, pages 20-1 to 20-2). 

As to claim 6, Que discloses the elements of claim 1 as noted above and further discloses 
generating a retrieved list of e-mail addresses retrieved during the searching that satisfy the first 
defined criterion (list of search result, page 17-11); and the adding includes adding the e-mail 
addresses if the e-mail address is confirmed to be added (page 7-34). 

As to claim 20, Que discloses the elements of claim 19 as noted above and further 
discloses a code segment for supplying a plurality of criteria options (define more criteria, Fig. 
17.14); and a code segment for receiving a selection of criteria including the first and second 
criteria (find items that match these criteria, Fig. 17.18). 

Claims 21-27 are rejected under 35 U.S.C. 102(e) as being anticipated by Tafoya et al. 
(US Patent 6,952,805, hereinafter "Tafoya"). 
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As to claim 21, Tafoya discloses an apparatus for use in populating an electronic address 
book over a network (populating a resolution list over the network, resolution list contains 
contact information or email addresses and reads on "electronic address book", column 2, lines 
25-28), comprising: a transceiver in commemoration with the network (network interface or 
modem to communicate with network, Fig. 1, items 158, 160, column 6, lines 35-41); a 
processor in commemoration with the transceiver (communicate through bus, Fig. 1, items 102, 
106, column 5, lines 39-43); and a memory in communication with the processor (Fig. 1, items 
104, 226, 128, 130), and storing processor executable instructions that cause the processor to 
perform a plurality of actions, including: 

accessing, over the network, a plurality of archives of e-mails for an e-mail (Fig. 2, items 
210, 220, 230, column 6, lines 55-61); 

parsing the e-mail to obtain an e-mail address based at least in part on an application 
associated with the e-mail (retrieve email address from data store, column 6, lines 61-67, column 
7, lines 23-36),_and to determine a relevance rating for the email address based on whether 
language in the e-mail that is utilized in outgoing e-mails in a selected user's archive of outgoing 
e-mails (calculate weight [reads on relevance rating] include the number of times that the email 
address or contact has been used for sending, sent usage frequency . Fig. 4B, column 10, lines 28- 
42, sent e-mail address reads on "language in the e-mail that is utilized in outgoing e-mails"); 

adding the e-mail address to the electronic address book (add to resolution list when 
email address matches criteria, Figs. 4C, 4D, item 440, column 12, lines 45-64) in a priority 
order based on the relevance rating (Figs. 4C, 4D, column 12, lines 51-64, address is ordered 
based on weight [relevance rating]), wherein the e-mail address is added to a folder of the 
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electronic address book that is associated with the application that is associated with the email 
(column 7, lines 36-54); and 

providing to a user device, over the network, an access to the electronic address book 
(user can save or edit the list, column 2, lines 33-35, PIM module with resolution list may be 
located remote in a distributed computing environment, column 5, lines 28-33, i.e. user interface 
access the resolution list, over the network). 

As to claim 22, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein adding the e-mail address to the electronic address book further comprises 
adding the e-mail address if the e-mail address occurs at a certain frequency (Fig. 4B, items416, 
418, 420, column 12, lines 20-30) the e-mail address is similar to another e-mail address (Fig. 4c, 
item 434), or a date associated with the e-mail address meets a threshold (column 8, lines 57-60). 

As to claim 23, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein the electronic address book is stored at least on one of the user device (column 
2, lines 33-35), the apparatus, or another network device. 

As to claim 24, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein at least one of the plurality archives of e-mails is stored on the apparatus, the 
user device (database mail store located in local, column 7, lines 30-31), or another network 
device (Fig. 2, items 210, 220, 230). 
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As to claim 25, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein the parsing further comprises sending a parsing instruction to cause remote 
parsing of the e-mail on a network device which stores the plurality of archives of e-mails 
(access data store to extract email address, column 7, lines 23-36). 

As to claim 26, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein each of the plurality of archives of e-mails is associated with a different 
application (different version software, various contact database or other types of electronic files, 
column 7, lines 23-36). 

♦ 

As to claim 27, Tafoya discloses the elements of claim 21 as noted above and further 
discloses wherein at least one of the plurality of archives of e-mails includes e-mails of different 
applications (different version software, various contact database or other types of electronic 
files, column 7, lines 23-36). 

Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

Claims 9-13 and 15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Harms et al. (US Publish 2003/0078981, hereinafter "Harms") in view of Huang et al. (US . 
Patent, 5,966,714, hereinafter "Huang"). 

As to claim 9, Harms discloses a method for use in generating and maintaining an 
address book (contact list reads on address book, paragraph [0021], lines 1-2), comprising: 

Accessing, over a network, an electronic archive comprising a list of e-mail addresses 
generated with a first application (access through network to retrieve incoming message 
generated by sender application, Figs. 1-3, paragraph [0031]); 

Parsing, over the network, the electronic archive for the e-mail addresses, based on the 
first application (retrieve e-mail address and/or name based on incoming message or inbox, 
abstract, Figs. 2-3, paragraph [0007], [0026], lines 2-6); 

applying a first criterion to a first retrieved e-mail address(check to see e-mail existing in 
contact list, Fig. 2, paragraph [0037], lines 3-6, paragraph [0045], lines 2-4); and 
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adding the first retrieved e-mail address to an electronic address book in a priority order 
based on the first criterion if the first criterion is met (add e-mail address automatically or after 
approval, paragraph [0027], paragraph [0031], add to address book based on the order selected, 
Fig. 4, see also Huang, column 15, line 65 to column 16, line 7). 

Harms discloses scanning messages in an email inbox to retrieve display names and 
simple mail transfer protocol (SMTP) addresses of senders and/or recipients for each email 
(abstract) does not explicitly disclose mail inbox is located in a remote server and searching 
archive of e-mails associated with different application for an e-mail. 

Huang, however, discloses that host PC or network server has a mailbox 124 for storing 
all received and sent mail messages (Fig. lc, column 4, line 58 to column 5, line 16) and 
searching e-mail address from multiple data sources such as e-mail folders and archive, and 
master address book on the network server (Figs, la-le, column 4, lines 5-18, column 6, lines 2- 
7). 

It would have been obvious to a person of ordinary skill in the art at the time of invention 
was made to modify Harms' s disclosure to search for e-mail address of mailbox resided on 
network server and associated with different applications (such as Msmail, CC:mail) as taught by 
Huang for the purpose of extracting e-mail address from different sources remotely (Fig. la, 
items 101, 103, Huang). The skilled artisan would have been motivated to improve the invention 
of Harms per the above such that address book can be populated by different servers/application 
(column 2, lines 10-15, Huang). 

Furthermore, since the mailbox is stored in the server, the combination of Harms and 
Huang teach parsing, over the network, the electronic archive comprising a list of e-mail address. 
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As to claim 10, Harms discloses the elements of claim 9 as noted above and further 
discloses wherein the applying includes applying a second criterion to the first retrieved address 
(filter address to include message from specified domains as second criterion, Fig. 6, paragraph 
[0035], lines 11-16); and the adding includes adding the first retrieved address to the electronic 
address book if both the first and second criteria are met (new e-mail address comes from 
specified domain will be added, Figs. 2 and 6, paragraph [0036]). 

As to claim 11, Harms discloses the elements of claim 10 as noted above and further 
discloses supplying a plurality of criteria options (filter rules reads on criteria, Fig. 6, paragraph 
[0026], lines 6-14, paragraph [0035], lines 1-5); and receiving a selection of criteria including the 
first and second criteria (criteria can be user defined and selected, paragraph [0021], lines 6-14). 

As to claim 12, Harms discloses the elements of claim 10 as noted above and further 
discloses wherein the archive includes an archive of e-mails (message in database or storage 
device, Fig. 3, paragraph [0030], lines 1-2); and the parsing includes parsing a plurality of fields 
associated with each e-mail of the archive (plurality of fields - "From Field", u To Field", and 
"CC Field", paragraph [0035], lines 5-11). 

As to claim 13, Harms and Huang discloses the elements of claim 10 as noted above and 
further discloses accessing, over the network, an external archive comprising a second list of e- 
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mail addresses (paragraph [0030], lines 1-2, Harms) generated with a second application (Fig. 
la, items 101, 103, Huang); 

parsing the external archive for e-mail addresses (Fig. 3, Harms, Fig. lc, Huang); 

retrieving e-mail addresses from the external archive (Fig. 3, paragraph [0030], Harms, 
Fig. lc, Huang); 

applying the first and second criteria (filter address to include message from specified 
domains as second criterion, Fig. 6, paragraph [0035], lines 1 1-16, Harms); and 

adding the retrieved e-mail addresses from the external archive if the retrieved e-mail 
addresses from the external archives meet both the first and second criteria (new e-mail address 
comes from specified domain will be added, Figs. 2 and 6, paragraph [0036], Harms). 

As to claim 15, Harms discloses the elements of claim 12 as noted above and further 
discloses generating a nickname in association with the first e-mail address (display name reads 
on nickname, abstract, lines 2-6); and adding the nickname associated with the first e-mail 
address to the address book (abstract, lines 6-8). 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Que as applied to 
claim 1 above, and further in view of Creswell et al. (US Patent 6,564,264, hereinafter 
"CresweH"). 
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As to claim 7, Que disclose the elements of claim 1 as noted above but does not 
explicitly disclose generating a verification list of at least the e-mail address added to the address 
book 

Creswell discloses verifying the user with message with the updated address information 
(Figs. 2 and 3, column 2, lines 48-55, lines 63-64, column 4, lines 51-57). 

It would have been obvious to a person of ordinary skill in the art at the time of invention 
was made to modify Que's disclosure to include verification of updated e-mail address as taught 
by Creswell for the purpose of confirmation of updated e-mail address (Fig. 3, item 307, 
Creswell). The skilled artisan would have been motivated to improve the invention of Que per 
the above such that added address book can be verified. 

Claim 8 is rejected under 35 U.S.C. 103(a) as being unpatentable over Que as applied to 
claim 6 above, and further in view of Harms et al. (US Publish 2003/0078981, hereinafter 
"Harms"). 

As to claim 8, Que discloses the elements of claim 6 as noted above but does not 
explicitly disclose receiving confirmation of additions based on the retrieved list prior to the 
adding the e-mail address. 

Harms discloses selecting contacts to add the e-mail address (Fig. 4, paragraph [0027], 
paragraph [0033]). 

It would have been obvious to a person of ordinary skill in the art at the time of invention 
was made to modify Que's disclosure to include selecting box next to the search results as taught 
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by Harms for the purpose of identifying which e-mails are to be added (paragraph [0033], 
Harms). The skilled artisan would have been motivated to improve the invention of Que per the 
above such that the user can selectively update the contact list based on search results . 

Claim 14 is rejected under 35 U.S.C. 103(a) as being unpatentable over Harms and 
Huang as applied to claim 12 above, and further in view of Montville et al. (US Patent 
6356,937, hereinafter "Montville"). 

As to claim 14, Harms and Huang disclose the elements of claim 12 as noted above and 
further discloses 

determining if the archive includes an organizational folder (e-mail in an organizational 
folders, paragraph [0002], lines 7-10); 

the adding includes adding the first e-mail address to the electronic address book in the 
generated folder (Fig. 4, paragraph [0027]). 

Harms discloses taking personal information from one application to an address book 
application (paragraph [0005]) but does not explicitly disclose determining if the e-mail address 
was retrieved from the organization folder; generating a folder within the addresses book; and 
adding the first e-mail address to the electronic address book in the generated folder. 

Montville discloses extracting address from a received message, create folders to hold 
addresses, and add the address to the folder (column 18, lines 4-12). Montville also discloses 
generating folders within the Inbox for incoming messages based on a rule (for example, domain 
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or group information) to place the messages into the designated folder (column 18, lines 29-35, 
column 21, lines 46-49). 

It would have been obvious to a person of ordinary skill in the art at the time of invention 
was made to modify Harms and Huang's disclosure to identify the status /source of e-mail 
address as taught by Montville for the purpose of providing information about the source of 
message and organizing the message accordingly (column 21, lines 46-58, Montville). The 
skilled artisan would have been motivated to improve the invention of Harms and Huang per the 
above such that address book can be stored in folders in such a way that they group those 
addresses with something in common (column 18, lines 12-16, Montville). 

Claim 28-29 are rejected under 35 U.S.C. 103(a) as being unpatentable over Que as in 
view of Tafoya et al. (US Patent 6,952,805, hereinafter "Tafoya"). 

As to claim 28, Que discloses an apparatus for use in populating a destination electronic 
address book over a network (import message and address book from applications, Fig. 18.2, 
page 18-2), comprising: a transceiver in communication with the network; a processor in 
communication with the transceiver; and a memory in communication with the processor 
(connect and exchange information with network by any computer, page 2-2), and storing 
processor executable instructions that cause the processor to perform a plurality of actions, 
including: 

accessing a first source electronic address book for a first e-mail address that is also 
associated with a first phone number (import address book from different Internet Mail 
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applications, Figs. 18.1, 18.2, page 18-4, note that information in the address book typical 
including name, e-mail, phone number as shown in page 7-29 for vCard, Outlook Express and 
other), the first source electronic address book comprising a list of e-mail addresses generated 
with a first application that is different from a destination application used to generate the 
destination electronic address book (address book from another messaging application, pages 1 8- 
3 to 18-4); 

evaluating the e-mail address based on a first defined criterion (import option, such as 
"Do not import duplicate items", Fig. 18.3) that includes a frequency with which the e-mail is 
detected in an archive of e-mails that are associated with the destination electronic address book; 
and 

adding the e-mail address and the phone number to the destination electronic address 
book if the first defined criterion is satisfied (pages 18-3 to 18-4), wherein the e-mail address and 
phone number are added in a priority order based on the first defined criterion into a folder of the 
destination electronic address book that is associated with the first defined criterion. 

Que discloses evaluating the e-mail address based on a first defined criterion but does not 
explicitly disclose a first defined criterion that includes a frequency with which the e-mail is 
detected in an archive of e-mails that are associated with the destination electronic address book 
and wherein the e-mail address and phone number are added in a priority order based on the first 
defined criterion into a folder of the destination electronic address book that is associated with 
the first defined criterion. 

Tafoya, however, discloses a first defined criterion that includes a frequency with which 
the e-mail is detected in an archive of e-mails that are associated with the destination electronic 



Application/Control Number: Page 20 

10/624,733 

Art Unit: 2166 

address book (Fig. 4B, column 8, lines 52-55, the number of times that mail has been sent to 
and/or received from a particular address or contact is preferably used in determining the weight 
assigned to an entry in the resolution list, i.e. address book)_and wherein the e-mail address and 
phone number are added in a priority order based on the first defined criterion into a folder of the 
destination electronic address book that is associated with the first defined criterion (Fig. 4D, 
column 12, lines 51-64, add entry to the resolution list [address book] if this element's weighting 
adequate, i.e. based on priority order) 

It would have been obvious to a person of ordinary skill in the art at the time of invention 
was made to modify Que's disclosure to add e-mail address to address book based on the number 
of times that a particular address is used as taught by Tafoya for the purpose of keeping 
frequently used email address and contacts (column 13, lines 30-36, Tafoya). The skilled artisan 
would have been motivated to improve the invention of Que per the above such that addresses 
with high weights (frequency of use) can initiate a prompt to the user to suggest adding to the 
contact of the user's address book (column 13, lines 62-64, Tafoya). 

As to claim 29, Que discloses the elements of claim 28 as noted above and further 
discloses wherein the actions further comprising: 

accessing a second source electronic address book for a second e-mail address, the 
second source electronic address book comprising a list of e-mail addresses generated with a 
second application (importing from Outlook Express or another message application, pages 18-3 
to 18-4); 
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evaluating the second e-mail address based on the first defined criterion (import option, 
such as "Do not import duplicate items", Fig. 18.3); and 

adding the second e-mail address to the destination electronic address book if the first 
defined criterion is satisfied (pages 18-3 to 18-4). 

Response to Amendment and Remarks 

Applicant's arguments based on newly amended features have been fully and carefully 
considered but are moot in view of the new ground(s) of rejection. Refer to the corresponding 
sections of the claim analysis for details. 

Applicant argues that "Outlook items can be in various places, usually in one of two 
places" and none of the places are associated with different application other than Outlook 
application. ": The Examiner respectfully disagrees. 

First, as admitted by applicant that Outlook items can be in various places, such as in the 
folders within your Personal Folders file or in the folders within your Exchange store. It is 
known that Outlook and Exchange are different applications. Second, Que teaches that e-mail 
address can be imported from different applications such as Eudora, Netscape Mail, Lotus 
Organizer, Microsoft Excel (see Figs. 18-2, 18-9). Therefore, Que clearly teaches "based on a 
different application associated with each of the at least one archive". 

Claim 18 recites "A computer readable medium encoded with code segments for use. . . ". 
However, the specification of the application does not explicitly define what constitutes "a 
computer readable medium or media." The Examiner, in examining claim 18, interprets that the 
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limitation "a computer readable medium or media" includes only those medium or media that are 
statutory subject matter which is not defined in the specification. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Shew-Fen Lin whose telephone number is 571-272-2672. The 
examiner can normally be reached on 8:30AM - 5:00PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain Alam can be reached on 571-272-3978. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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